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Claims 2, 3, 9, 38, 43-46, 50, 51, 56 and 57 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Upon reconsideration of the claims, the following new ground of rejection is presented. 
The delay in setting forth the rejection is regretted. 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 1,6-8, 10-12,36,37, 47-49, 52-55 and 58-71 are rejected under 35 U.S.C. 112, 
first paragraph, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 

The instant claims are drawn to cells and methods of using said cells, wherein said cells 
express a prokaryotic recombinase polypeptide that is capable of mediating site-specific 
recombination in the eukaryotic cell between an attB recombination site and an attP 
recombination site to form an attL and an attR site; and wherein the recombinase is not capable 
of mediating in the eukaryotic cell recombination between the attL site and the attR site. The 
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instant specification provdes disclosure of the recombinases from OC3 1 , coliphage P4 
recombinase, a Listeria phage recombinase, a bacteriophage R4 Sre recombinase, a CisA 
recombinase, an XisF recombinase, and a transposon Tn445 1 TnpX recombinase. These 
recombinases possess the recited property of not recombining attL and attR. However, no other 
examples of such recombinases are set forth. Furthermore, there is no disclosure of how to 
modify or use other recombinases to produce this property, nor of any theory, formula, algorithm 
or rules which would have permitted one of skill to have known a priori what modifications to 
structure or conditions would have produced such a recombinase. The prior art did not provide 
any such teachings, either, and the relationship between structure and function for enzymes (as 
recombinases are enzymes) is and was insufficiently understood in the prior art to have permitted 
the required modifications to have been predicted from general principles. The scope of the 
instant claims thus encompasses potentially any recombinase. This is a vast genus, there being a 
plurality of recombinases in essentially all cells of all organisms. The small list of disclosed 
recombinases does not, as such, constitute a representative sample of all recombinases 
encompassed by the instant claims. One of skill in the art would not have recognized that 
Appliocants were in possession of the full scope of the instantly claimed invention at the time of 
filing. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James S. Ketter whose telephone number is 571-272-0770. The 
examiner can normally be reached on Monday-Friday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher Low can be reached on 571-272-0951. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



JSK 

2 April 2009 

/James S. Ketter/ 

Primary Examiner, Art Unit 1636 



